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-- The MAILING DATE of this communication appears on the cover sh et with the correspond nc address » 
P riod for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 1 36(a) In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 US C § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b) 

Status 



1 )[X] Responsive to communication(s) filed on 08 September 2003 . 
2a)Q This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) |El Claim(s) 1-10,13-41 and 43-48 is/are pending in the application. 

4a) Of the above claim(s) 2-9 and 13-41 is/are withdrawn from consideration. 

5) G Claim(s) is/are allowed. 

6) [X] Claim(s) 1,10,43-48 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) G Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some * c)D None of: 

1 G Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

a) Q The translation of the foreign language provisional application has been received. 

1 5) G Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1) [X] Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) d Notice of informal Patent Application (PTO-152) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 



U S P;jtt;m ond Trademark Office 

PTOL-326 (Rev. 04-01) Office Action Summary Part of Paper No. 20031104 
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DETAILED ACTION 



The finality of the last Office action has been WITHDRAWN in view of the new ground 
of rejection below. The amendment of September 2003 has been entered. 

Claims 1-10, 13-41 and 43-48 are pending. Claims 2-9 and 13-41 are withdrawn and 
Claims 11-12 and 42 arc cancelled. Claims 1,10 and 43-48 arc examined. 

The rejection of Claims 10-12 under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention is withdrawn in view of Applicant's amendments. 

The text of those sections of Title 35, U.S. Code not included in this action can be found in 
a prior Office action. 

Claims 1 and 10 remain rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. This rejection is maintained for the reasons of record set 
forth in the Official action mailed 6/03/2003. Applicant's arguments filed 9/08/2003 have been 
considered but arc not deemed persuasive. 

Applicant asserts that description of a tocopherol cyclase from Synechocystis and a 
putative homologue of Arabidopsis defines the broad category oftocopherol cyclases that spans 
the groups encompassing all tocopherol cyclases from all organisms or all prokaryotic organisms 
(response page 4). The putative Arabidopsis tocopherol cyclase sequence of SBQ ID NO: 109, a 
sequence taken from a BAC clone, does not support the description of a genus of tocopherol 
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cyelase encoding polynucleotides because the specification and the prior art do not show any 
correlation between the Arahidopsis BAC sequence and the Synechocystis sequence, and the 
claimed prokaryotic uni functional tocopherol cyclase activity and thus, Applicant has described 
only one tocopherol cyclase. 

Claims 1 and 10 remain rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. This rejection is maintained for the reasons of record set forth in the Official action 
mailed 6/03/2003. Applicant's arguments filed 9/08/2003 have been considered but arc not 
deemed persuasive. 

Applicant asserts that the specification discloses how to make and use the claimed 
invention, including identifying tocopherol cyclase sequences, and that cells and plants have 
been transformed with the sequences of the present invention (response page 5). Applicant 
asserts that the Examiner has not indicated how the cited references of Broun, Doerks, or Smith 
suggest that such work would be undue experimentation (response page 6). The Examiner 
maintains that Applicant has not transformed plants with the Arahidopsis putative tocopherol 
cyclase gene, or evaluated the ability of this gene to either encode tocopherol cyclase or to 
restore tocopherol cyclase activity to knockout mutants. Applicant only transformed plants with 
Arahidopsis phytyl prcnyltransferase genes, which are non-elected. The references cited by the 
Examiner demonstrate the unpredictability inherent in predicting gene product activity based 
solely on its similarity to other sequences. In the absence of a definite function, Applicant has not 
taught how to make and use the invention as broadly claimed. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless 

(c) the invention was described in ( 1 ) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another tiled in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the Lnglish language. 

Claims 1,10 and 43-48 are rejected under 35 U.S.C. 102(c) as being anticipated by 
Lassner M.W. et ai U.S. Patent 6,541,259 filed April 14, 2000. 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 . 132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Lassner teaches isolation of SEQ ID NO: 38 encoding SEQ ID NO 39 from a knock out 
mutant of Syncchocystis sp. 6803 (sir 1 737) the cells of which produced no detectable levels of 
tocopherol in columns 25 and 26. 

All Claims are rejected. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell Kallis whose telephone number is (703) 305-541 7. The 
examiner can normally be reached on M-F 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amy Nelson can be reached on (703) 306-321 8. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0198. 



Russell Kallis PhD. 
November 4, 2003 



DAVID T. FOX 
PRIMARY EXAMINER 




